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Status of Claims 

Claims 1, 3-6, and 8-10 are pending in this application, are rejected, and are 
now appealed. Claims 2 and 7 were cancelled by way of the reply filed October 16, 
2002. An appendix containing a copy of claims 1, 3-6, and 8-10 is attached to this 
Appeal Brief. 

Status of Amendments 

No amendment has been filed subsequent to the final rejection set forth in 
the Office Action dated February 10, 2004. 

Summary of Invention 

A concise explanation of the invention will now be provided. This 
explanation refers, by way of example only and without intending to limit the 
claims/ to certain drawing figures and to page and line numbers of the substitute 
specification filed November 7, 2000. 

A device for determining the position of or for measuring a hole in a body part 
of a motor vehicle (see, for example, page 2, lines 13-16) includes a spike 1 for fitting 
into the hole (see, for example, page 4, lines 30-32) and an attachment element 2 
having an essentially hemispherical or partially spherical shell 3 and an insert 4 
arranged within the shell (see, for example, page 4, lines 7-12 and 38-40, and 
Figures 2-3). By way of a screw thread la (see, for example, page 4, lines 7-8), the 
attachment element 2 is releasably connectable to the spike 1 and, with the spike 
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fitted into the hole, rests on the component surface surrounding the hole (see, for 
example, Figure 3). 

As discussed, for example, in lines 20-26 on page 4, the shell 3 may be made 
of a non-magnetic material, and the insert 4 arranged within the shell may be made 
of magnetic material. Referring to Figures 2 and 3, as noted in lines 14-16 on page 
- 4, a lower edge 3a of the shell bears substantially flush against a lower side 4a of 
the insert when the device is assembled. According to certain configurations of the 
device, the spike 1 can be fastened to the attachment element 2 in an asymmetrical 
manner with respect thereto (see, for example, page 3, lines 21-24). 

Issues 

The following issues are presented for review. 

1. Whether claims 1, 3, 4, and 6 are unpatentable over U.S. Patent 2,419,134 
to Hall in view of U.S. Patent 4,680,869 to Murkens. 

2. Whether claims 5 and 8-10 are unpatentable over the Hall and Murkens 
patents in view of U.S. Patent 4,220,187 to Holmes. 

Grouping of Claims 

With respect to issue 1 above, claims 1, 3, 4, and 6 stand or fall together. 
With respect to issue 2 above, claims 5 and 8-10 stand or fall together. 
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Argument 

I. The rejection of claims 1, 3, 4, and 6 as being unpatentable over the Hall 
and Murkens patents is erroneous. 

In section 2 on pages 2-3 of the Office Action, the Examiner proposes to "add" 
the magnetic second hollow cylindrical member 32 disclosed by Murkens to the ball 
- like portion 1 forming part of the Hall locator, in part because the ball like portion 1 
"can stably locate holes in vertical surfaces". The Hall patent, however, already 
discloses various ways in which the ball like portion may be stably located or 
clamped solidly in place. Lines 16-19 in column 2 of the Hall patent, for example, 
provide that there is a recess 6 by which the device may be held by a clamp. The 
Hall patent further contemplates using a threaded element (see column 2, lines 21- 
24), a screw and washer (see column 3, lines 68-70 and column 4, lines 6-10), and a 
strap (see column 4, lines 11-21) to secure the ball like portion in place. The 
addition proposed by the Examiner, therefore, duplicates an already existing 
function and is unnecessary. 

The Examiner's proposal to arbitrarily add the second hollow cylindrical 
member 32 of the Murkens permanent magnet assembly 33 to the ball like portion 1 
of the Hall locator is inappropriate. Lines 32-40 in column 2 of the Murkens patent 
provide that the Murkens permanent magnet assembly 33 includes a first hollow 
cylindrical member 31 and a permanent central magnet 34 as well as the second 
hollow cylindrical member 32 referred to by the Examiner. Nothing properly relied 
on by the Examiner suggests separating member 32 from member 31 and magnet 
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34 and adding only that member 32, in the manner proposed, to the ball like portion 
1 of the Hall locator. 

The proposed addition of the magnetic second hollow cylindrical member 32 
disclosed by Murkens is further justified by the Examiner because "the stably 
locating means claimed by Applicant and the stably locating means used by Hall & 
- Murkens are well known alternate types of stably locating means ...." As noted in 
MPEP §2 144.03(A), however, official notice unsupported by documentary evidence 
should only be taken by the Examiner where the facts asserted to be well known are 
capable of instant and unquestionable demonstration. No claim of the present 
application recites "stably locating means," and it is unclear which elements of 
either the claimed invention or the Hall locator, as the Examiner proposes to modify 
it, the Examiner considers to be the "stably locating means" referred to in the 
rejection. It certainly is questionable, therefore, as to whether any "stably locating 
means" of the present invention is a well known alternate to any other "stably 
locating means" as the Examiner asserts, and the official notice taken by the 
Examiner is improper. 

The modification to the locator forming the subject matter of the Hall patent 
proposed by the Examiner in section 2 on pages 2-3 of the Office Action is 
inappropriate for reasons discussed above, and the Hall and Murkens patents, 
taken as a whole, do not suggest the subject matter of any of claims 1, 3, 4, and 6. 
The rejection of these claims, which relies on the modification proposed by the 
Examiner, is erroneous and should be reversed. 
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II. The rejection of claims 5 and 8-10 as being unpatentable over the Hall, 
Murkens, and Holmes patents is also erroneous. This rejection relies on the same 
proposed modification to the Hall locator discussed in section I above and should be 
reversed for the same reasons. / 



CROWELL & MORING LLP 
P.O. Box 14300 
Washington, D.C. 20044-4300 
Telephone No.: (202) 624-2500 
Facsimile No.: (202) 628-8844 
RRD:msy 



Date: July 9, 2004 
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Appendix 




1. Device for determining the position of or for measuring a hole in a body 
part of a motor vehicle, comprising: 

a spike for fitting into the hole, and 

an attachment element which is releasably connectable to the spike and, with 
the spike fitted into the hole, rests on the component surface surrounding the hole, 

wherein the attachment element has an essentially hemispherical or 
partially spherical shell made of a non-magnetic material and an insert arranged 
within the shell and made of magnetic material, and 

wherein a lower edge of the shell bears substantially flush against a lower 
side of the insert. 

3. Device according to Claim 1, wherein the attachment element is 
releasably connectable to the spike by a screw thread. 

4. Device according to Claim 3, wherein the spike has an upper part with the 
screw thread which is adapted to pass through the insert and be screwed to the 
inside of the shell. 

5. Device for determining the position of or for measuring a hole in a 
component comprising: 

a spike for fitting into the hole, and 
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an attachment element which is releasably connectable to the spike and, with 
the spike fitted into the hole, rests on the component surface surrounding the hole, 

wherein at least part of the attachment element is produced from a magnetic 
material, and 

wherein the spike is adapted to be fastened to the attachment element in an 
asymmetrical manner with respect thereto. 

6. Attachment element for a device for determining the position of or for 
measuring a hole which is releasably connectable to a spike which is adapted to fit 
into the hole, at least part of the attachment element being produced from a 
magnetic material, comprising an essentially hemispherical or partially spherical 
shell made of a non- magnetic material and an insert arranged within the shell and 
made of a magnetic material, wherein a lower edge of the shell bears substantially 
flush against a lower side of the insert. 

8. Device for determining the position of or for measuring a hole in a 
component comprising: 

a spike for fitting into the hole, and 

an attachment element which is releasably connectable to the spike and, with 
the spike fitted into the hole, rests on the component surface surrounding the hole, 
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wherein the attachment element has an essentially hemispherical or 
partially spherical shell made of a non-magnetic material and an insert arranged 
within the shell and made of magnetic material, and 

wherein the spike is adapted to be fastened to the attachment element in an 
asymmetrical manner with respect thereto. 

9. Device for determining the position of or for measuring a hole in a 
component comprising: 

a spike for fitting into the hole, and 

an attachment element which is releasably connectable to the spike and, with 
the spike fitted into the hole, rests on the component surface surrounding the hole, 

wherein the attachment element has an essentially hemispherical or 
partially spherical shell made of a non-magnetic material and an insert arranged 
within the shell and made of magnetic material, 

wherein the attachment element is releasably connectable to the spike by a 
screw thread, and 

wherein the spike is adapted to be fastened to the attachment element in an 
asymmetrical manner with respect thereto. 

10. Device for determining the position of or for measuring a hole in a 
component comprising: 

a spike for fitting into the hole, and 
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an attachment element which is releasably connectable to the spike and, with 
the spike fitted into the hole, rests on the component surface surrounding the hole, 

wherein the attachment element has an essentially hemispherical or 
partially spherical shell made of a non-magnetic material and an insert arranged 
within the shell and made of magnetic material, 

wherein the attachment element is releasably connectable to the spike by a 
screw thread, 

wherein the spike has an upper part with the screw thread which is adapted 
to pass through the insert and be screwed to the inside of the shell, and 

wherein the spike is adapted to be fastened to the attachment element in an 
asymmetrical manner with respect thereto. 
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